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volumes Decisions of Commissioner of Patents, 
1869-1923, new buckram binding. 


Underwood’s Patent Card Digest, complete to Dec. 
31, 1924. 





Underwood’s Trade-Mark Digest, complete to Dec. 
31, 1924. 


25 volumes Patent and Trade-Mark Digests and 
Texts. 
WILLIAM L. SYMONS 
700 Tenth Street Washington, D. C. 


Wanted—Patent Attorney 


Large corporation in western New York, manufactur- 
ing a large line of high-grade products, has an opening 
in its Patent Department. Applicant must be capable of 
preparing and amending patent applications, and possess 


good technical education. 


Excellent opportunity, including varied patent, trade- 
mark and design practice. Please give full details of edu- 
cational training, practical experience, age, and salary ex- 
pected. 


Address, C. G., Trade-Mark Reporter 
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Dickinson v. O. & W. Tuum Co., O. & W. Tuvum Co. v. Dickin- 


son, A. K. Ackerman Co. v. O. & W. Tuvem Co. 
(8 F. (2d) 570) 


United States Circuit Court of Appeals, Sixth Circuit 
October 9, 1926 


Nos. 4118, 4114, 4126 


TrapE-Marxs—Apreat. AND Error—Decision on Prion Appeat 1n In- 
FRINGEMENT Surtr—Law or Case. 

On an appeal from decree of District Court, affirming master’s 
report in matter of accounting for trade-mark infringement, decision 
on prior appeal as to fact of validity and infringement and as to 
defendant’s unfair competition is law of case and will not be re- 
examined. 

Same—Same—Masrer’s Finpincs not Distursep Excerpt ror Pxiars Mis- 
TAKE. 

Where case is one properly referable under equity rule 59, master’s 
findings, concurred in by District Court, though open to re-examina- 
tion on appeal, will not be disturbed except for plain mistake. 

SaME—INFRINGEMENT—Master Property Exciupep Certain Items 1x Tak- 
ING AccouNTING oF Prorrrs. 

Master, taking accounting in trade-mark infringement case for 
period beginning particular date, held to have properly refused to con- 
sider sales made prior to that date, though billed and invoiced subse- 
quent thereto. 

Same—SamMe—AccountTinG OF Proritrs—Derense—Liapitiry nor Avorp- 
ABLE ON THEorY Tiui1at SActes Were Due to Merits or INFRINGING 
Propvcr. 

One shown to have wilfully infringed trade-mark cannot avoid 
liability to account for profits realized by urging that his sales were 
due exclusively to merit of his product or that no one could say what 
part was due to use of infringing trade-mark. 

Same—Same—Same—Inrrincer LiaBre ror Entire Prorirs rrom SAE oF 
INFRINGING Propuct. 

A trade-mark infringer is liable for entire profits from sale of 
infringing product, and complainant is not required to show extent 
of profits attributable to use of infringing mark. 

Same—Same—Same—Rervsat to Permir Depucrion or Settine Costs or 
Goons ry AccountinG For Prorrrs Herp Proper—No Crepir ror 
Goons Desrroyep. 

Where infringer, at time of judicial determination of fact of 
infringement, was authorized to sell goods on hand and in doing so 
wrongfully and unnecessarily confused the selling costs of such goods, 
and of non-infringing new goods, during accounting period, held under 
Trade-Mark Act 1905, §§ 19, 20, master properly refused to allow 
any deduction for selling costs of such infringing goods in accounting 


(Note—For earlier decisions in this, and related litigation, see T. M. 
Rep., vol. 7, pp. 152, 283, 469, 496; vol. 8, p. 11; vol. 9, pp. 89, 332.) 
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for profits thereon. Moreover, infringer is not entitled to credit for 
cost of goods destroyed at time infringement was determined. 
Same—Same—Facrory Repams anp Depreciation Hetp not Leorrimate 

Part or Depuctimerte Settinc Expense. 

Where court authorized sale of infringing product held cost of 
repairs and depreciation on infringer’s factory buildings during follow- 
ing year were not legitimate part of selling expenses of goods on hand 
deductible in accounting for profits. 

Same—Same—P.aintirF not Estoprep to Cxiaim Prorirs AWARDED BY 

Master 1N Excess or Amount Oricinatty CLAIMED. 

That plaintiff's attorneys claimed less amount as profits on in- 
fringing product, sale of which was authorized by court at time of 
judicially determining fact of infringement, than was found by master 
to be due, held not to estop plaintiff from claiming larger amount, 
where such original claims were obviously based on mistake of law 
as to amount of deductions to which infringer was entitled. 

Same—Same—Finpinos or Master Tuat Priarntirr Hap nor Surriclentiy 

EstTaBiisHED Ciaimep Items or Damace tn Trape-Marxk InFrince- 

MENT Surr Hexp Concivsive. 

Findings of master that plaintiff had not sufficiently established 
claimed items of damage in trade-mark infringement suit held con- 
clusive. 

Same—Same—P aintirF SEEKING Damaces ror Loss or Sates Has Burpen 
or Proor. 

Plaintiff in trade-mark or unfair competition case, seeking to 
recover damages for loss of sales or enforced reduction in prices, has 
burden of proof. 


In Nos. 4118, 4114: Appeals from the District Court of the 
United States for the Western District of Michigan. 

In No. 4126: Appeal from the District Court of the United 
States for the Northern District of Ohio. 


In equity. Suits for trade-mark infringement and unfair com- 
petition. From the decree rendered in first suit, defendant appeals, 
and plaintiff cross-appeals. From the decree in second suit, de- 
fendant alone appeals. Decrees affirmed. 


Willard F. Keeney, of Grand Rapids, Mich. (Roger C. Butter- 
field and Julius H. Amberg, both of Grand Rapids, Mich., 
on the brief), for appellant (cross-appellant). 

Fred L. Chappell, of Kalamazoo, Mich. (Chappell § Earl, of 
Kalamazoo, Mich., on the brief), for appellee (cross- 
appellee). 


Before Donanvr and Moorman, Circuit Judges, and Westen- 
HAVER, District Judge. 


pees 248s arma RAR 8 RAO OAs nar ead Ee tee 
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Westenuaver, District Judge: The prior history of this 
litigation is in part disclosed in former opinions. See 245 F. 609, 
158 C. C. A. 87; (D. C.) 254 F. 219; 257 F. 894, 168 C. C. A. 
434. The controversy involves an infringement by Dickinson of a 
trade-mark of the Thum Company applied to sticky fly paper, and 
also unfair trade and competition by Dickinson in marketing his 
competitive product. The Thum fly paper is designated in the 
record as “Tanglefoot,” and Dickinson’s as “Sticky Fly Paper.” 
and sometimes merely as “Sticky.’”” The Thum Company will be 
referred to herein as the plaintiff, and Dickinson and Ackerman 
will be referred to as the defendant, such being their respective 
relations to the original lawsuits. 

After decision of this court (245 F. 609, 158 C. C. A. 87 
(9 T. M. Rep. 882]), finding plaintiff's trade-mark valid and in- 
fringed, and defendants guilty of unfair trade and competition, 
decrees were entered, appointing a master to state an account of 
profits and damages. In the Ackerman case no evidence of profits 
and damages was introduced. Upon the filing of the master’s re- 
port so finding, a final decree was entered that plaintiff should 
recover nothing. From this decree the defendant Ackerman has 
appealed. 

In the Dickinson case, much evidence was offered as to profits 
and damages. The master has returned an elaborate report cover- 
ing fifty-seven pages of the printed record and dealing fully and 
in detail with the contentions of both parties. To this report, the 
defendant took twenty exceptions and the plaintiff twenty-five. 
All exceptions were overruled by the District Judge, and a decree 
entered in plaintiff's favor for such profits as were found to have 
been realized by defendant from his infringement, with interest 
from the filing date of the report. Defendant has appealed from 
this decree, assigning thirty-two errors. The plaintiff has taken 
a cross-appeal, assigning thirty-three errors. Both parties appar- 
ently continue in the same dissatisfied mental state on which this 
court commented in its opinion in 257 F. 394, 895, 168 C. C. A. 434. 
Defendant calls in question, as manifestly erroneous, every finding 
of fact and conclusion of law adverse to him, and reassigns as well 
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the merits arising on the issues of trade-mark validity and infringe- 
ment and unfair competition, despite the previous decision of this 
court. The plaintiff, however, does not urge in argument most of 
its exceptions or assignments of error, but limits the discussion to 
one item only in the master’s finding of profits and to certain ad- 
verse findings of the master respecting its several claims for dam- 
ages. The scope of these respective contentions and the earnest- 
ness with which they have been argued has compelled an examina- 
tion of the entire record. 

Defendant’s assignments of error, challenging this court’s pre- 
vious decision as to the validity of plaintiff's trade-mark and its 
infringement and as to unfair competition, are made, we assume, 


only in order that the questions involved may be properly pre- 


served for presentation by certiorari to the Supreme Court. Our 
former decision will be followed as the law of the case. This is 
the well-settled rule. As was said in Supervisors v. Kennicott, 94 
U. S. 498, 499 (24 L. Ed. 260): “These questions are, therefore, 
no longer open; for it is settled in this court, that, whatever has 
been decided here upon one appeal, cannot be re-examined in a 
subsequent appeal of the same suit. Such subsequent appeal brings 
up for consideration only the proceedings of the Circuit Court, 
after the mandate of this court.” See, to the same effect, Himely 
v. Rose, 5 Cranch. 314, 3 L. Ed. 111; Roberts v. Cooper, 20 How. 
467, 15 L. Ed. 969; Clark v. Keith, 106 U. S. 464, 1 S. Ct. 568, 
27 L. Ed. 302; Chaffin v. Taylor, 116 U. S. 567, 6S. Ct. 518, 29 L. 
Ed. 727; In re Potts, 166 U. S. 268, 17 S. Ct. 520, 41 L. Ed. 994; 
Thompson v. Marwell Land Grant Co., 168 U. S. 451, 456, 18 
S. Ct. 121, 42 L. Ed. 589. Even if, as was said in Messinger v. 
Anderson, 225 U. S. 486, 32 S. Ct. 739, 56 L. Ed. 1152, and C. & O. 
Ry. v. McKell (C. C. A. 6) 209 F. 514, 126 C. C. A. 836, this is 
a rule of practice and not a limitation upon the court to re-examine 
on a later appeal questions decided on a former appeal, still no 
special facts are present in this case which were there said to justify 
a departure from the general rule. It follows that the decree in 
No. 4126 will be affirmed, and that all assignments of error raising 
the same questions in 4118 should be disregarded. 





ab 


wy 


RS a Ae 5 enc RC ia Bet 


DICKINSON V. 0. & W. THUM CO. 99 


Since both parties’ exceptions to the master’s report are di- 
rected mainly to his findings of fact, it is well to recall the rules 
of law in accordance with which such findings are to be reviewed. 
This case is not one in which the reference was by consent of 
parties, with power in the master to hear the evidence and determine 
the issues, like Kimberly v. Arms, 129 U. S. 512, 9 S. Ct. 355, 
32 L. Ed. 764, and Davis v. Schwartz, 155 U. S. 681, 686, 15 S. 
Ct. 287, 89 L. Ed. 289. It is an accounting case, properly refer- 
able under equity rule 59 (198 F. xxxv), and is controlled by the 
principles stated in Tilghman v. Proctor, 125 U. S. 186, 189, 8 S. 
Ct. 894, 31 L. Ed. 664; Callaghan v. Myers, 128 U. S. 618, 666, 
9 S. Ct. 177, 82 L. Ed. 547; Boesch v. Graff, 188 U. S. 697, 705, 
10 S. Ct. 378, 38 L. Ed. 787; Crawford v. Neal, 144 U. S. 585, 
596, 12 S. Ct. 759, 86 L. Ed. 552; Camden v. Stuart, 144 U. S. 
104, 118, 12 S. Ct. 585, 36 L. Ed. 863; Warren v. Keep, 155 U. S. 
265, 267, 15 S. Ct. 88, 89 L. Ed. 144. It is not one in which the 
master’s findings of fact have been disapproved by the District 


Court, but one in which, after mature consideration, the findings 


have been concurred in. Under these circumstances, while con- 
clusions of law are always open to re-examination on appeal, the 
master’s findings of fact, approved by the District Judge, will not 
be disturbed on anything less than a demonstration of plain mis- 
take. See Ohio Valley Bank v. Mack (6 C. C. A.) 168 F. 155; 
Deupree v. Watson (6 C. C. A.) 216 F. 488, 485, 32 C. C. A. 548; 
Firestone Tire & Rubber Co. v. Riverside Bridge Co. (6 C. C. A.) 
247 F. 625, 628, 160 C. C. A. 35; Tennessee Finance Co. v. Thomp- 
son (6 C. C. A.) 278 F. 597; Grossberger v. B. F. Goodrich Co. 
(6 C. C. A.) 8 F. (2d) ——, decided November 10, 1925. 

This court (245 F. 609, 628, 158 C. C. A. 87) ordered an 
accounting of profits and damages subsequent to April 27, 1914, 
the date plaintiff first notified defendant that he was infringing, 
and denied, on the ground of laches, an acccounting during any 
earlier period. It also authorized the defendant to market and 
sell as marked and dressed, such finished stock as it had on hand 
at the date of its decision, August 1, 1917, whether that stock was 
at its factory or in the hands of brokers and agents elsewhere. 
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The master divided the accounting as to profits into two periods; 
one for the period prior to this court’s decision, and the other for 
the made-up stock on hand. For convenience, and because both 
plaintiff and defendant kept their accounts and closed their books 
in yearly periods ending October 1, the accounting for the first 
period was stated to October 1, 1917, instead of merely to August 
1. No complaint is made by either party on this ground. 

Only two complaints are made respecting the accounting of 
profits for the first period, of which notice need be taken. The 
master deducted certain sales made prior to April 27, 1914, but 
billed or invoiced as of May 1, 1914. His finding is that these 
sales were in fact made prior to April 27, but that the billing of 
a later date was merely an incident fixing the time when the ac- 
counts would become due. His conclusion therefrom was that these 
sales were excluded from the accounting period by the terms of the 
order and the opinion of this court. Our view is in accord with 
that of the master. The goods had been sold, shipped, and de- 
livered. They were not, on April 27, in the possession, under the 
control, or subject to the order of the defendant. If defendant, 
on receiving notice on this date from plaintiff that its trade-mark 
was infringed, had desired to comply therewith, it was not within 
its legal right to retake these goods. According to the law of sales, 
the title had already passed. The fact that they were billed as of 
May 1, pursuant to a practice long followed by both parties, of 
making this the due date, does not control the situation nor require 
a different conclusion. It was merely a means of extending credit 
to customers in order that they might have the chance to resell 
seasonable goods before being obliged to pay the purchase price. 

Defendant’s main complaint is that the master charged him 
with the entire profits accruing from the sale of any infringing 
goods during this period. It is insisted that the burden was on 
plaintiff to prove that defendant had made profits attributable in 
whole or in part to the infringing use of its trade-mark, and that 
the evidence does not support a finding that there were any so 
attributable. It would seem that this contention is precluded by 
our former opinion. If it had been otherwise, an accounting of 
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profits and damages would not have been ordered. Be this as it 
may, the master was plainly right in finding that defendant had 
made profits attributable in whole or in part to the use of plaintiff's 
trade-mark. It had already been conclusively established that de- 
fendant was a willful infringer of a valid trade-mark. He had 
made use of that trade-mark in marketing his product. In the 
situation he cannot urge successfully that his sales were due exclu- 
sively to the merit of his product, or that no one can say what 
part was due to the use of the infringing trade-mark and what part 
due to the merit of his goods and thereby escape liability. 

Under the facts found and proved, the rule of Hamilton- 
Brown Shoe Co. v. Wolf Bros. § Co., 240 U. S. 251, 36 S. Ct. 
269, 60 L. Ed. 629 [6 T. M. Rep. 169], is applicable. The in- 
fringer must account for the entire profits derived from the sale 
of the infringing goods. The recovery will not be limited to such 
amount as can be shown by direct and positive evidence to have 
resulted from the use of the infringing mark. The burden is not 
cast upon the plaintiff to attempt the impossible task of showing 
what part of defendant’s profits are attributable to the use of 
the infringing mark and what part to the intrinsic merit of his 
goods or other causes. Whatever conflict in the previous decisions 
might be found was put at rest by that decision. Of the numerous 
cases supporting these rules, the following are typical: Graham 
v. Plate, 40 Cal. 593, 6 Am. Rep. 639, Regis V. Jaynes, 191 Mass. 
245, 77 N. E. 774, both cited with approval in the Hamilton Shoe 
Co. Case; Sharpless Co. v. Lawrence (8 C. C. A.) 218 F. 428, 426, 
130 C. C. A. 59 [8 T. M. Rep. 211]; M. B. Fahey Tobacco Co. 
v. Senior (3 C. C. A.) 252 F. 579, 164 C. C. A. 495 [8 T. M. Rep. 
325]; Sazlehner v. Eisner (2 C. C. A.) 188 F. 22,70 C. C. A. 452; 
Prest-O-Lite Co. v. Bournonville (D. C.) 260 F. 446 [9 T. M. Rep 
485]. Defendant cites and relies on Ammon & Person v. Narra- 
gansett Dairy Co. (D. C.) 252 F. 276, Id. (D. C.) 254 F. 208; 
Id. (1 C. C. A.) 262 F. 880, 884 [10 T. M. Rep. 191]. We are 
not satisfied that these cases intend to announce any views in con- 
flict with the authorities cited, but, if they do, such views must 
be disregarded. 
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Most of the argument pertains to the master’s findings of 
profits on sale of finished goods on hand. Our opinion permitted 
defendant to sell these goods “on giving satisfactory bond to ac- 
count for such profits and damages resulting from the sale of the 
stock as plaintiff may ultimately be found entitled to.” The Dis- 
trict Court, by order entered December 19, 1917, fixed this bond 
at $20,000. It also approved defendant’s new trade-name, the 
name of its fly paper, and of its design. On plaintiff's appeal, this 
order was afirmed. 257 F. 894, 168 C. C. A. 484. 

The master first found defendant’s gross receipts from its 
sales of finished stock from October 1, 1917, to October 1, 1918. 
This sum of $88,098.02 is not questioned by either party. Section 
19, Trade-Mark Act 1905 (U. S. Comp. St. § 9504), casts the 
burden in ordinary cases upon the infringer to prove all elements 
of cost which are to be deducted. It provides: “In assessing 
profits the plaintiff shall be required to prove defendant’s sales 
only ; defendant must prove all elements of cost which are claimed.” 
Certain costs were deducted as to which no question arises. These 
consist of manufacturing costs, salesmen traveling expenses, com- 
missions, discount, office salaries, collection expense, lost accounts, 
and rebates. Whether the method of ascertaining these costs or 
the amount thereof is correct is therefore immaterial. The master, 
however, wholly disallowed certain claimed items, viz., indirect 
labor, fuel, building repairs, cartage, storage, insurance, general 
expense, taxes, destroyed goods, and depreciation of buildings. He 
also allowed part only of the items claimed for freight and interest. 
The aggregate of such disallowed items is $14,156.85. Defendant 
complains bitterly of the disallowance of each of these several 
items. 

The master, in our opinion, adopted and followed the correct 
rule of law. He cast on the defendant the duty of proving these 
items and refused to allow them, because defendant had wrongfully 
and unnecessarily confused the goods on hand and the cost and 
expense of marketing them with its new goods and the cost and 
expense of its general manufacturing and selling operations during 
the accounting period. Upon the filing of this court’s opinion 
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August 1, 1917, defendant knew his rights and obligations. The 
made-up goods might, under Section 20, Trade-Mark Act (U. S. 
Comp. St. § 9505), have been ordered destroyed. Defendant, on 
the basis of his October 1, 1917, inventory, had invested therein 
more than $50,000. The permission to sell was in order to save 
the defendant from the destruction of this investment. In availing 
himself of that privilege he was charged with the duty of keeping 
that stock and the cost and expense of marketing it, separate from 
his other operations. He should and must have known that he was 
entitled to no deductions from the sale price except such as were 
incident to the making of such sales and as pertained strictly to 
these goods. By failing to do so, but, on the contrary, commingling 
the same with his other product and operations without keeping 
or attempting to keep any records or accounts whereby the selling 
cost and expense attributable to these goods could be separated 
from his other operations, he brought himself within the principles 
of Westinghouse v. Wagner, 225 U. S. 604, 625, 82 S. Ct. 691, 
56 L. Ed. 1222, 41 L. R. A. (N. S.) 6538; Hamilton-Brown Shoe 
Co. v. Wolf Bros. Co., supra; Hart v. Ten Eyck, 2 Johns. Ch. 
(N. Y.) 62, 108; Brennan & Co. v. Dowagiac Mfg. Co. (6 C. C. A.) 
162 F. 472, 476, 89 C. C. A. 392; and other cases. All the incon- 
venience and loss from the confusion is thrown upon the party who 
produces it; and this rule applies, even though the innocent victim’s 
share in the property wrongfully and inextricably commingled may 
apparently be a small part of the total. On this proposition the 
learned District Judge said: “Neither convenience, expediency, 
economy, nor anticipated saving justified defendant’s conduct in 
mingling the infringing and non-infringing goods. It may well be 
doubted that, if timely objection had been made, there could have 
been allowed any deduction for expenses of sale which were in- 
separable except by some rule of apportionment.’’ This is at least 
true as to such expenses as it was reasonably practicable to keep 
separate. 

The master’s characterization of defendant’s conduct does 
not seem to us unduly severe. Defendant, immediately upon our 
former decision, promptly arranged to continue his fly paper busi- 
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ness, changing only his trade-name and the name of his paper and 
its design. As early as November 26, 1917, he presented a petition 
representing that the manufacturing season of “Sticky” fly paper 
for the year 1918 was at hand and procured the court’s approval. 
It appears that he continued his business in all other respects just 
as if nothing had happened. All transactions pertaining to factory 
operation, production, and marketing of current product of new 
design, sale and distribution of old and new product, were carried 
on as one operation without any attempt whatever to segregate 
the made-up stock or to keep any separate record of its selling 
expenses. In lieu of any definite record, defendant’s expert under- 
took to apportion the disputed items, using as a basis average in- 
ventory or number of cases sold. All agree that separation could 
be made in no other way. In our opinion, the master was right 
in refusing to accept this substituted method and in applying the 
rules of law applicable to a wrongdoer who knowingly confuses 
and commingles trust property with his own so that no separation 
can be later made. 

No useful purpose will be subserved by reviewing the evidence 
or discussing each rejected item in detail. It is sufficient to say 
that the master’s conclusion as to each rejected item meets with 
our approval. As to all of them, with the exception of interest 
and general expense, it was easily practicable to have kept a sepa- 
rate record. As to the interest, the apportionment and allowance 
made by the master is not unfavorable to the defendant. As to the 
destroyed goods, the master was plainly right in rejecting the 
claimed credit. If defendant failed to avail himself of the privi- 
lege of selling the made-up stock to get out of it what he had in- 
vested in it, he was within his right; but he is not entitled to make 
up this loss at plaintiff's expense by deducting it from the profits 
on the part of the stock so sold. Plainly, repairs and depreciation 
on factory buildings in the year 1918 are not a legitimate part of 
the selling expense of stock on hand August 1, 1917. 

One item only calls for separate comment. It is urged that the 
master found the defendant’s profits on the sale of made-up stock 
to be in excess of the amount claimed by plaintiff. Plaintiff's 
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counsel, in his principal brief filed with the master, urged that 
the profits on goods sold after decree amount to $19,575.17. The 
master found profits on goods sold to October 1, 1918, $24,124.49; 
on goods sold thereafter to June 15, 1919, $1,489.87; and on goods 
then unsold, $799.91—aggregating $26,414.27. It is not clear 
that plaintiff's claim applied to any period except prior to October 
1, 1918. Defendant’s contention is that plaintiff is estopped by 
its counsel’s position from claiming, and that the master was wrong 
in finding a larger sum. Except for this contention, as already 
appears, our view is that the master’s finding was correct. The 
difference between plaintiff's claim and the master’s finding, re- 
sults from the rejection by the master of certain credits which the 
master found, for reasons approved by us, ought not to be allowed. 
[t seems that plaintiff and its expert accountant were disposed to 
be more liberal in permitting arbitrary apportionments. The mis- 
take, if there was one, pertained rather to the law than to the facts. 
No good reason is perceived why an estoppel arises in defendant’s 
favor. Plaintiff was insisting at all times that it was entitled to all 
of defendant’s profits and also that credit should not be given 
against the selling price of made-up goods where there had been 
confusion and no definite separation could be made. Counsel’s 
characterization of evidence and mistake of law in argument is 
not the equivalent of claims made in a pleading which preclude 
a larger recovery or proof to the contrary. We agree with the 
learned District Judge that counsel’s position resulted solely from 
a mistake, and that none of the essential elements of estoppel exist, 
and hence are unwilling to reverse on this ground a finding of the 
master approved by the District Court. 

Plaintiff's assignments of error, now insisted on, remain to be 
considered. Exception is taken to the refusal of the master to 
allow certain items of claimed damages. The items of damages 
now contended for are: (1) Profits plaintiff would have made on 
the additional business that would have accrued to it had defendant 
not made his infringing sales; (2) damages suffered by being com- 
pelled to sell its goods at a reduced price of 10 cents per case 
because of defendant’s competition; (3) damage resulting from 
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defenciant’s sale of its goods at 10 cents per case less than the price 
which defendant should have charged for its goods; (4) damages 
due to defendant’s sales of its made-up goods at 10 cents a case 
less than that for which they should have been sold; (5) damages 
to plaintiff's business due to the inferior quality of defendant’s 
goods. These and other items of damage claimed by plaintiff aggre- 
gate approximately $475,000. All were disallowed by the master 
because not proved with adequate clearness. It is our view that 
the master was plainly right as to the rules of law adopted and 
applied by him. His findings on the evidence are within the rule 
which forbids us to disturb a master’s findings based on the evi- 
dence, particularly after the approval thereof by the District Court. 

When a plaintiff in a trade-mark or unfair competition case 
seeks to recover damages, the burden is on him to prove by com- 
petent and sufficient evidence his lost sales, or that he was com- 
pelled to reduce prices as the result of his competitor’s wrongful 
conduct. There is no presumption of law or of fact that a plaintiff 
would have made the sales that the defendant made. In this case 
there is no sufficient, much less conclusive, evidence to show that 
plaintiff would have made all or any substantial part of the sales 
made by the defendant. Nor is there any adequate, much less con- 
clusive, evidence that plaintiff reduced its price as a result of de- 
fendant’s wrongful conduct. The evidence, on the other hand, is 
quite clear and convincing to the contrary. The same observa- 
tions apply to the claim of damages to plaintiff's business from the 


inferior quality of defendant’s product; it is not supported by ade- 


quate proof. For decisions showing the burden cast upon one 
claiming damages, and denying relief in the face of evidence of 
greater probative force, see the following: Cornely v. Marckwald, 
181 U. S. 159, 9 S. Ct. 744, 88 L. Ed. 117; Boesch v. Graff, 133 
U. S. 697, 10 S. Ct. 378, 38 L. Ed. 787; Dowagiac Mfg. Co. v. 
Minnesota Plow Co., 285 U. S. 641, 648, 35 S. Ct. 221, 59 L. Ed. 
398; McSherry v. Dowagiac Mfg. Co. (6 C. C. A.) 160 F. 948, 
961, 89 C. C. A. 26; Randall Co. v. Fogelsong Mach. Co. (6 C. C. 
A.) 216 F. 601, 182 C. C. A. 605; United States Frumentum Co. 
v. Lauhoff (6 C. C. A.) 216 F. 610, 614, 182 C. C. A. 614. 
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Plaintiff, in order to support its right to recover damages, 
particularly such damages as resulted from defendant’s failure to 
sell its goods at a higher price and selling goods of an inferior 
quality, adopts a trustee theory and cites in support of its conten- 
tion Computing Scale Co. v. Toledo Computing Scale Co. (7 C. C. 
A.) 279 F. 648. We find nothing in that case justifying the con- 
tention. We approve as correct a statement with respect thereto 
of the learned District Judge: “In its efforts to supplement and 
strengthen its proofs, plaintiff seeks to extend the doctrine of 
‘trusteeship, not only to the profits derived by defendant from his 
infringement, but also to his liability for damages. This cannot 
be done. Defendant cannot be adjudged to be a trustee, even 
ex maleficio, except with reference to property or property rights 
which may be denominated a trust. As compensation to the injured 
party, and in order that the trespasser may not be permitted to 
benefit by his wrongdoing, the law adopts a fiction, and, as to his 
gains and profits, places the infringer in the position of a trustee 
and requires him to account as such. Liability for damages, how- 
ever, arises solely from the injury done to the property or property 
rights of the adverse party. Manifestly, in such case, there can be 
neither a trust nor a trustee. The burden rested upon plaintiff to 
sustain its claims for damages by competent and satisfactory evi- 
dence.” Supporting these views, see 8 Pomeroy Equity Jurispru- 
dence (8d Ed.) § 1053; U. S. v. Bitter Root Development Co., 
200 U. S. 451, 478, 26 S. Ct. 318, 50 L. Ed. 500; Root v. Railway 
Co., 105 U. S. 189, 214, 26 L. Ed. 975; Tilghman v. Proctor, 125 
U. S. 186, 148, 8 S. Ct. 894, 81 L. Ed. 664. See, also, Hamilton- 
Brown Shoe Co. v. Wolf Bros. Co., supra, 259 (36 S. Ct. 269). 

Plaintiff also complains of the refusal of the District Court to 
triple or otherwise increase the award of damages in accordance 
with the statute. No damages were awarded. Section 19, Trade- 
Mark Act 1905 (U. S. Comp. St. § 9504), provides: “The court 


shall have the same power to increase such damages, in its discre- 
tion, as is given by Section 16 of this act for increasing damages 
found by verdict in actions at law.” Profits and damages are spoken 
of in this section as distinct items of recovery. No final opinion, 
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however, is or need be expressed as to whether it is ever permis- 
sible to triple or increase a recovery of profits. Even so, upon the 
facts of this case, the court below was not wrong in refusing to 
exercise its discretionary power in plaintiff's favor. All the sales 
in question were made under cover of a favorable decree. The 
District Court had, on the first hearing, found in defendant’s favor 
upon the issues of trade-mark infringement and unfair competition. 
It was not until on appeal August 1, 1917, that defendant’s con- 
duct was ever judicially disapproved. This court refused to extend 
the accounting period back into the period when defendant was 
guilty of most of the conduct characterized as wilful and fraudu- 
lent. It also permitted defendant to sell its made-up product. It 
would be doing violence to the spirit, if not the letter, of the decree 
granting that permission, to triple or add to plaintiff’s recovery. 
Assuredly, a harsher rule ought not to be applied to the prior period 
when the propriety of defendant’s conduct was so far debatable as 
to escape the disapprobation of the learned District Judge. 

The decrees of the District Court in both cases will be affirmed. 
In the Ackerman case and in No. 4118, Dickinson case, the plain- 
tiff will recover full costs. In No. 4114, plaintiff’s cross-appeal 
in the Dickinson case, defendant will recover full costs. 


Nestor JoHnson Mrc. Co. v. Atrrep JonHnson Sxate Co. 
(144 N. E. Rep. 787) 


Illinois Supreme Court 
Second Rehearing Denied, with Modification, October 8, 1924 


Trape-Marxs anp Trape-Names—Unraimr Competirion—Seconpary MEan- 
rnc—Use sy ANOTHER ENJOINABLE. 

Where a name used in connection with a particular article has 
acquired a secondary meaning with the users of that article, such 
that it indicates the manufacturer, another will not be permitted to 
use the same name in such a way as to lead purchasers to believe 
that they are buying the product of the first manufacturer. 

Same—Same—SamMEe—Trapve-Mark UNNEcESSARY TO WarRANT INJUNCTION 

Acatnst Use or Name By ANOTHER. 

If a name used by a manufacturer in connection with his product 
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has acquired a secondary meaning which identifies him as the manufac- 
turer, a technical trade-mark is not necessary to entitle him to an 
injunction restraining its use by another in such a manner as to de- 
ceive purchasers. 

Same—Same—Same—Use sy MANvrAcTuRER OF Name, MarkS, ETC., OF 
ANOTHER IN A Manner To Decetve Purcnuaser Is “Unrair Com- 
PETITION.” 

If the use by a manufacturer of the name, marks, packages, de- 
vices, and methods of a competitor operates to deceive purchasers 
with the result that goods of the one are palmed off as the goods of 
the other, such use of the name, marks, etc., constitutes unfair com- 
petition. 

Same—Same—Same—“JoHNsON” ror TusButar Sxates—Seconpary MEaAn- 
ING. 

In the case at issue, evidence held to establish that the name 
“Johnson,” as used by the manufacturer of tubular ice skates, had 
ceased to be only the name of the manufacturer, and had gained a 


secondary meaning, describing and indicating the skates of manufac- 
turer. 


Same—Same—Same—Lacues. 

A skate manufacturer’s delay for two and a half years after 
incorporation of a competitive company operating under a similar 
name, in bringing a suit to enjoin unfair competition, held not to 
constitute laches, where no skates were put on the market by the 
latter company for some time after organization, and where some 
future time was required in which to secure evidence of the unfair 
competition practiced. 

Same—Same—Test—Acrvat or Progaste Deception From Derenpant’s 

Acts NEcESssARY. 

While it is sufficient to make out a case of unfair competition to 
show that deception will be the natural and probable result of de- 
fendant’s acts, either actual or probable deception must be shown: a 
mere possibility of deception being insufficient; nor will an injunction 
be granted upon suspicion of an intended wrong. 

Same—Same—Same—“Jounson”—Tuat “Jonnson” Is Fammy Name 

Does not Prectupe Owner From Ewnsointne Irs Use sy Com- 

PETITOR. 

The fact that the name “Johnson” is a family name in ordinary 
use held not to preclude a manufacturer of tubular skates, sold in 
connection with that name for many years, from enjoining its use by 
a competitor company, though it was the name of an incorporator and 
president of the competitor. 

Same—Same—Insuncrion—Apreat ann Error—Appeat By One Derenp- 
ant HeEtp not To AvurTHorizeE ASSIGNMENT OF Cross-ERRORS AGAINST 

Decree tn Favor or Orner Derenpants. 

Where complainant, suing a corporation and individuals, after a 
decree against the corporation, but for the individual defendants, and 
an appeal by the corporation to the Appellate Court, failed to appeal 
from that portion of the decree in favor of the individual defendants, 
but merely assigned cross-errors on this part of the decree in the 
Appellate Court, held that, on appeal by complainant to the Supreme 
Court from a judgment of the Appellate Court, reversing the judg- 
ment against the corporation, complainant could not urge error in 
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the decree in favor of the individual defendants; the appeal of the 

corporation not authorizing the assignment of cross-errors against the 

decree in favor of other defendants. 
Same—Same—Same—Form or Decree. 

In an action by manufacturer of tubular skates, sold and known 
as Johnson’s skates, to enjoin unfair competition, held, that decree 
need not enjoin the entire use of the word “Johnson,” and decree 
enjoining use of name, except when followed by words, “Not connected 
with the original Nestor Johnson Manufacturing Company,” should 
be modified by striking therefrom the word “original.” 

In equity. Action for unfair competition. From decree of 
the Appellate Court reversing a judgment for complainant, and 
remanding the cause, with directions to dismiss the bill for want 
of equity, complainant appeals, on certificate of importance. Re- 


versed and remanded, with directions. 


Zane Morse & Norman, of Chicago, Ill., for appellant. 
Isaac S. Rothschild, of Chicago, Ill., for appellee. 


Dunn, J.: The Nestor Johnson Manufacturing Company filed 
a bill on September 18, 1919, in the superior court of Cook County, 
to restrain the Alfred Johnson Skate Company and Julian T. Fitz- 
gerald, Alfred Johnson, and Gustav E. Schmidt from certain acts 
and conduct in connection with the manufacture and sale of skates, 
which were alleged to be wrongful, to constitute unfair competi- 
tion with the complainant, and to be productive of irreparable 
damage to it, and for an accounting. Answers and replications 


were filed, and the cause was referred to a master in chancery, 
who heard the evidence and reported it with his findings of fact, 
and recommended that the relief prayed for be granted, except 
that no recommendation was made as to an accounting. Objections 
by the complainant and defendants, respectively, were overruled, 
and the court entered a decree dismissing the bill as to the indi- 
vidual defendants and restraining the Alfred Johnson Skate Com- 


pany: 


“First, from using in the advertising, disposition, distribution or sale 
of tubular ice skates, upon any skate, box, container, letterhead, catalog, 
literature, sign, advertising matter, or otherwise, or verbally, the word 
‘Johnson’ in its secondary sense as hereinbefore defined, in the description 
or partial description of, or as the name or part of the name of, a tubular 
ice skate; second, from using in the advertising, disposition, distribution, 
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or sale of tubular ice skates, upon any skate, box, container, letterhead, 
catalog, literature, sign, advertising matter, or otherwise, the name ‘Alfred 
Johnson Skate Company’ in print, script, or writing in any form without 
the four words of said name set forth in equal prominence and in the 
same character and size of type, script, or writing, and without adding 
thereto in type, script, or writing of the same character, and not less 
than two-thirds the size of the said type, script, or writing by which the 
said name ‘Alfred Johnson Skate Company’ is displayed, the words ‘not 
connected with the original Nestor Johnson Manufacturing Company’.” 


The decree also awarded an accounting against the Alfred 
Johnson Skate Company for all profits that accrued to it from the 
use of the trade-name “Johnson” in its secondary sense as defined 
in the decree, applied to tubular ice skates made, sold, or delivered 
by the Alfred Johnson Skate Company at any time subsequent to 
the date of service of summons. The Alfred Johnson Skate Com- 
pany appealed to the Appellate Court for the First District. The 
complainant assigned cross-errors on the dismissal of the individual 
defendants and the failure to restrain the use of the word “John- 
son” in the corporate name of the Alfred Johnson Skate Company. 
The Appellate Court reversed the decree and remanded the cause, 
with directions to dismiss the bill for want of equity, and the Nestor 
Johnson Manufacturing Company, having obtained a certificate of 
importance, has appealed. 

The bill alleged that Nestor Johnson, more than 25 years ago 
in Chicago, was a skater of great skill and ability, favorably known 
among the skaters of the United States, and was the originator of 
a skate known and called “tubular ice skate,” of which he was 
known among the skating profession and the skating public of the 
United States as the designer and originator; that he then com- 
menced the manufacture and sale of such skates in Chicago and 
continued such manufacture and sale until 1912, when he sold 
his business, and all rights to his trade-marks, trade-name, and 
good-will, to the complainant, which has since continued the busi- 
ness ; that he had built up a large and valuable business and created 
a great demand for his skates, which by reason of his large per- 
sonal acquaintance and his reputation as a skater and as the orig- 
inator of tubular ice skates became known to the wholesale and 
retail trade and to the skating public as “Johnson skates,’ and 
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when used to designate skates, the word “Johnson” had for many 
years been known by skaters and the skating public to designate 
a tubular ice skate sold first by Nestor Johnson and later by the 
complainant; and Nestor Johnson and his successor, the complain- 
ant, have spent large sums of money in advertising and creating a 
demand for Johnson skates. The bill alleged that Julian T. Fitz- 
gerald, one of the defendants, had been employed for a number 
of years by Nestor Johnson, and later by the complainant, in dif- 
ferent positions; that a part of the time he was sales manager and 
conducted all of the advertising of the complainant and learned 
its method of making skates and of advertising them, and was in 
intimate touch with all, and became personally acquainted with a 
great many of the principal customers of the complainant; that 
Alfred Johnson, another of the defendants, is a brother of Nestor 
Johnson, and was employed first by Nestor Johnson and later by 
the complainant for a period of 16 years, in which employment he 
learned the business of making tubular ice skates and acquired an 
intimate knowledge of the business methods of the complainant; 
that Gustav E. Schmidt, the third of the individual defendants, 
was employed by Nestor Johnson and the complainant for a period 
of eight years, being in charge of manufacturing dies, tempering 
metal for skates, and employed in other parts of the business, and 
learned from his employment the business of making tubular ice 
skates; that the three men quit their employment on March 1, 1917, 
having previously planned to form the Alfred Johnson Skate Com- 
pany, with the fraudulent intent of defrauding the complainant and 
appropriating its good name, good-will, and business, and that they 
caused the Alfred Johnson Skate Company to be incorporated, and 
it began the manufacture and sale of tubular ice skates, advertising 
them to the public as the Alfred Johnson skates. The bill then 
sets forth in great detail the acts of the defendants in the conduct 
of their business calculated and intended to deceive the customers 
of the complainant and the public, and lead them to believe that the 
skates manufactured and sold by the Alfred Johnson Skate Com- 
pany were the product of the complainant, and to lead them to deal 
with the latter company, supposing that they were dealing with 
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the complainant, and that the skates purchased of the Alfred John- 
son Skate Company were the product of the complainant; and it is 
alleged that by these acts the public was deceived and was caused 
to purchase the product of the Alfred Johnson Skate Company for 
that of the complainant. 

The answer denied that Nestor Johnson was the originator of 
tubular ice skates, and averred that before he made them they were 
associated with John S. Johnson, a champion ice skater between 
1890 and 1900, who used such skates in his racing, and with 
Arthur Johnson, of New York, who made and sold them as Johnson 
skates. It is denied that Nestor Johnson or the complainant has 
used the name “Johnson” as a part of a trade-name, and it is 
alleged that Fitzgerald, Schmidt, and Alfred Johnson were in charge 
of the manufacturing of the complainant’s skates, and whatever 
excellence of manufacture the complainant attained was due to 
them; that since they severed their connection with the complainant 
Nestor Johnson has sold all his interest in the complainant, and 
since that time the complainant has been in charge of altogether 
different persons, who were not acquainted with the processes of 
manufacture; that the complainant has concealed this condition from 
the public and has falsely advertised that its product was manufac- 
tured under the same processes as those pursued by Nestor John- 
son, so that the public is being deceived; and it is alleged that 
such success as the Alfred Johnson Skate Company has achieved 
has been due to the skill of Fitzgerald, Schmidt, and Alfred John- 
son and their wide acquaintance and popularity, and that the com- 
plainant is beginning to imitate their methods of advertising to 
deceive the public. 

The basis upon which the complainant may be entitled to relief 
is that the name “Johnson” in connection with tubular ice skates 
has acquired such a meaning with the skating profession and the 
public and in the trade as to indicate the complainant as the manu- 
facturer of any tubular ice skates bearing the name “Johnson.” If 
the name has acquired this secondary meaning so as to become 
identified with the complainant’s business and the skates of its 
manufacture, another will not be permitted to use the same name in 
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such a way as to lead purchasers from the latter to believe that 
they are buying the skates of the former. DeLong Hook and Eye 
Co. v. Hump Hairpin Co., 297 Ill. 859, 180 N. E. 765. The first 
question for determination, therefore, is whether the name has ac- 
quired such secondary meaning. If it has, then no trade-mark is 
necessary to entitle the complainant to an injunction, if the de- 
fendants’ use of the name and its marks, packages, devices, and 
methods are such as are likely to deceive purchasers of the de- 
fendants’ skates into believing they are buying the complainant’s 
skates. Such use of the name, and of such marks, packages, de- 
vices, and methods, amounts to unfair competition, and in such case 
the question is whether the use is of such a character as to deceive 
purchasers, with the result that the goods of the defendant com- 
pany are palmed off as the goods of complainant. McLean v. Flem- 
ing, 96 U. S. 245, 24 L. Ed. 828. The next question, therefore, is 
whether the defendant company’s use of the name and its methods 
of business were of such a character as to induce purchasers from 
it to believe they were buying the complainant’s skates. 

The evidence shows, and the chancellor and the master found, 
that the complainant is a corporation organized under the laws of 
Illinois, and since its incorporation by Nestor Johnson, in 1912, 
has been solely engaged in the business of manufacturing, dis- 
tributing, and selling a peculiar form of tubular ice skate used 
generally in the United States and Canada, and has built up a 
large and successful business of great value. Nestor Johnson came 
to this country about 1890 from Norway, where he had attained 
some distinction as an ice skater. He soon won notice here as an ice 
skater. He used the peculiar form of tubular ice skate at that 
time made only in Norway. He developed a large personal ac- 
quaintance and successfully promoted skating clubs and skating 
associations. By trade he was a machinist, and in the early years 
after coming to this country he followed his trade in the daytime 
and in the evening he and his wife worked on bicycles and tubular 
ice skates. In 1895 his tubular ice skate was being sold by A. G. 
Spalding & Co. in Chicago, and about 1900 the skate was on sale 
in New York City and in St. Paul and Minneapolis, Minn. In 
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1913 about 4,000 pairs of such skates were made, and from that 
time on the business of the complainant increased very rapidly in 
volume. In 1917 the trade in these skates extended throughout 
various parts of the United States and Canada. 

The tubular ice skate manufactured by Nestor Johnson and 
by the complainant consisted of a steel blade or runner inserted in 
a cylindrical steel tube which supported two upright cylindrical 
steel tubes—one for the ball, and the other for the heel of the foot. 
The skates were then secured to the sole and heel of a special 
skating shoe made of leather. These skates were similar to those 
used in Norway in 1890, except that the Norwegian skates had 
cups made from sheet iron, and Nestor Johnson and the complain- 
ant have made their cups from drawn steel, and have put a patent 
rib on the tube. The Norwegian skates were, moreover, built lower 
than complainant’s skates. The tubular ice skates manufactured 
by the complainant and its predecessor, Nestor Johnson, had, prior 
to the year 1917, come to be, and were then, known to skaters and 
the trade in general as Johnson skates. The word “Johnson” had 
ceased to be only the name of the manufacturer, and had gained 
a secondary meaning describing and indicating the particular make 
of tubular ice skates of the Nestor Johnson Manufacturing Com- 
pany, the complainant. 

The defendant, the Alfred Johnson Skate Company, was in- 
corporated in March, 1917, under the laws of Illinois. The de- 
fendants, Julian T. Fitzgerald, Alfred Johnson, and Gustav E. 
Schmidt, reside in Chicago and are officers and employees of the 
Alfred Johnson Skate Company. Alfred Johnson was the brother 
of Nestor Johnson, and early in life had been apprenticed to the 
trade of shoemaker; the father having worked as cobbler for skate 
makers in Norway. Alfred made shoes for the skate makers in 
Norway. He accompanied Nestor upon the latter’s return to the 
United States from a visit in Norway in 1901, and lived with the 
family of Nestor in Chicago until 1916. He entered the employ 
of Nestor at wages of $10 a week at a time when the production 
of skates was about two hundred pairs during the season. In 1917 
he was still with the business, in the employ of the complainant, 
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receiving wages of $80 a week, together with a bonus based upon 
sales, and in 1917 had charge of the assembly of skates in the fac- 
lory. When he came to this country he had no reputation as a 
skater and thereafter acquired none. He had never engaged in 
skate making in his own name. No skate ever bore the name 
“Alfred Johnson” prior to the organization of the defendant com- 
pany. He never attended the skating meets or traveled among the 
trade selling skates, or for any other purpose, prior to the organiza- 
tion of the defendant company. Fitzgerald entered the employ of 
Nestor Johnson in 1912 and had charge of the office and books of 
the company, later becoming secretary of the corporation and sales 
manager. He signed substantially all of the correspondence of 
the company. He was well known throughout the country in the 
skate trade as secretary of the complainant and as a promoter of 
skating races and of skating associations. As sales manager he 
called upon the skate trade throughout the country, selling the 
yearly produce of the complainant. Schmidt entered the employ of 
Nestor Johnson in 1908, when eight or nine men were working in 
the factory. He took charge of the press room, made dies, sold 
skates, and spent a good deal of time in perfecting machinery and 
dies and improving the processes of tempering the steel blade. 
During his first year with the company the output of skates was 
between 500 and 1,000 pairs. 

Fitzgerald, Schmidt, and Alfred Johnson decided in January, 
1917, to leave the employment of the complainant because of the 
putting in the factory of a general superintendent over them. They, 
together with Stanley W. Blum and J. G. Landauer, organized the 
Alfred Johnson Skate Company, which was incorporated in March, 
1917, for the purpose of manufacturing and selling a tubular ice 
skate, which it has manufactured and sold throughout the United 
States since that time. Blum lived in New York and was inter- 
ested in the Jack Shannon Company, which was engaged in selling 
sporting goods in Chicago. Landauer was a stockholder and was 
the representative of Blum in Chicago. Blum had endeavored to 
acquire an interest in the complainant in 1915 and 1916, when the 
demand for these skates exceeded the supply. At that time he 





NESTOR JOHNSON MFG. CO. V. ALFRED JOHNSON SKATE CO. 117 


visited the complainant’s plant and became acquainted with Fitz- 
gerald, Schmidt, and Alfred Johnson. These three conferred with 
Blum with a view to raising the capital for a new skate company. 
Fitzgerald, Schmidt, and Alfred Johnson left the complainant’s 
employment March 1, 1917. The inclusion of the name “Johnson” 
in the name of the new company had been arranged prior thereto; 
two letters having been written by Blum to the Crucible Steel 
Company of America in February, signed “A. Johnson Skate Com- 
pany.” Blum testified that from the first he had the name “John- 
son” in mind as the name of the new company. Alfred Johnson 
was made president of the new company, with limitations upon his 
authority, including a requirement that company checks signed by 
him must have the countersignature either of Blum or Landauer, 
Blum’s representative. Schmidt was made vice-president, Fitz- 
gerald secretary and sales manager, Landauer treasurer, and Blum 
assistant treasurer. No. 2812 North Ave., Chicago, the place of 
business of the defendant company, was about half a mile from the 
factory and place of business of the complainant, facing, as does 
the factory of the complainant, upon Humboldt Park, the skating 
center on the northwest side in Chicago. 

Defendants in their answer denied that Nestor Johnson was 
the first maker of tubular ice skates in the United States, and 
alleged that before he manufactured skates Arthur Johnson in 
New York began the manufacture of tubular ice skates, and has 
continuously manufactured them since, of the same type as those 
manufactured by complainant. It was also alleged that John S. 
Johnson was a champion skater between 1890 and 1900, who used 
tubular skates of the same type as those manufactured by the com- 
plainant and of similar appearance; that they were not of Nestor 
Johnson’s or the complainant’s manufacture but were known as 
Johnson skates, and the name “Johnson” in connection with tubular 
ice skates, when Nestor Johnson first manufactured tubular ice 
skates, was associated with Arthur Johnson and John S. Johnson. 
The evidence shows that John S. Johnson lived in Minneapolis 
and was a skater of renown from 1892 to 1899. He used tubular 
skates which were made for him by C. G. Peterson and bore the 
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maker’s name, “C. G. Peterson, Maker, Minneapolis.” He never 
made a pair of skates with the name “Johnson” on them, he has 
made none since 1900, and there is no evidence that his skates were 
ever sold in the Chicago market. Arthur Johnson had some tubular 
skates manufactured for him from his own dies by a machinist 
named Fitzgerald as early as 1897, which were sold as the Johnson 
Racer, the name appearing on the skate. They were sold mostly 
in New York, and there is no evidence that any were sold outside 
of New York. The manufacture and sale of this skate was discon- 
tinued in 1900. After that year Nestor Johnson was the only 
Johnson who was a maker of tubular ice skates, and had the exclu- 
sive use of that name as a manufacturer of tubular ice skates. His 
skates were all known as Johnson skates, and no others were so 
known. They were marked with that name, were sold in skate 
markets in this country and Canada, and Johnson skates were under- 
stood to be skates made by Nestor Johnson. There were different 
varieties of the skates—‘‘North Star,” “Hockey,” and ‘“Racer’— 
but all were Johnson skates. In 1912, when the complainant was 
organized, the right to the use of the name and of all trade-marks 
was transferred to the complainant. Until 1917, when the de- 
fendant company was organized, the evidence shows that a Johnson 
skate was understood to mean a skate manufactured by Nestor 
Johnson or the complainant. Neither the complainant nor Nestor 
Johnson had any patent on tubular ice skates which was infringed. 
Anybody could make such skates, and many did so, but no one 
except Nestor Johnson used the name “Johnson.” The trade and 
the public in the purchase of skates necessarily regarded the skates 
purchased as the manufacture of the maker whose name appeared 
on the skates. It was only by such name or by a trade-mark that 
the manufacture of the different makers of tubular ice skates could 
be distinguished. Hence tubular ice skates manufactured by Planert 
were called Planert skates, by Dunn were called Dunn skates, by 
Stacey were called Stacey skates, and so of all the different makers. 

From the fact that the master found that prior to the filing 
of the bill of complaint the word “Johnson” ceased to be longer the 
name of the manufacturer but gained a secondary meaning which 
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described and indicated the particular make of tubular skates of 
the Nestor Johnson Manufacturing Company, that this association 
of ideas was not unusual but existed among the persons who knew 
of the existence of the Nestor Johnson Manufacturing Company 
at the time of the bringing of this action, and that at the time of 
the filing of the bill of complaint the name “Johnson” was so well 
known that it described, not only the skates manufactured by the 
complainant, but around Humboldt Park it extended to all tubular 
skates, it is argued by the appellee that it is unmistakably estab- 
lished that tubular skates of all makes were called “Johnson” by 
the public in 1917, and that this refutes the claim that the name 
“Johnson” is the secondary name for a tubular skate. On the con- 
trary, it sustains the claim of the appellant that the name “John- 
son” on a tubular skate is known by skaters and the skating public 
to designate the particular make of tubular ice skates manufactured 
and sold by Nestor Johnson and later by the complainant. Any- 
body may make such a skate, but nobody has the right to sell it 
under the name “Johnson,” thus deceiving purchasers into believing 
that they are buying the manufacture of the complainant. Under 
the circumstances, even if all tubular skates did become known as 
Johnson skates because of the number and quality of those manu- 
factured by Nestor Johnson and the complainant, this would not 
justify another manufacturer in making use of the reputation and 
good-will acquired by the efforts of Nestor Johnson and the com- 
plainant to deceive the public and injure the complainant in the 
sale of skates. 

The new corporation, after having adopted a name, the dis- 
tinguishing part of which was the name “Johnson,” engaged solely 
in manufacturing and selling a tubular ice skate identical with 
the complainant’s, except for a few minor structural differences 
not noticeable to the ordinary buyer. The tubular skate business 
had been developed into a valuable trade and was growing. The 
three men from the Nestor Johnson Company knew the business 
in its entirety—both manufacturing and selling. The business was 
open to them, and they were better qualified to get it than anyone 
else, so far as the record shows, except the complainant. The law 
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restricted them only to the extent that they were forbidden to get 
the complainant’s business by unfair competition, by palming off 
their products as the products of the complainant, or by appro- 
priating the reputation of the complainant’s goods to their own 
use. Their first act was the selection of a name for their cor- 
poration. Every name was open to them to choose, and the name 
“Johnson” was associated in the trade and public mind with tubular 
skates. They chose that name and called their corporation “The 
Alfred Johnson Skate Company.” The result naturally to be ex- 
pected was that their skates would be considered Johnson skates, 
and that result followed. The complainant’s factory was located 
on Humboldt Park, in Chicago—the skating center of the city— 
at 1287 North California Avenue. The new company located its 
factory on that park at 2812 West North Avenue. Nestor Johnson 
was president of the complainant, and Alfred Johnson was made 
president of the new company. Fitzgerald had been sales manager 
and secretary of the complainant and as such had signed its cor- 
respondence. He was made secretary of the new company. The 
corporation so named, officered, and located, organized for the pur- 
pose of making and selling skates which had already become known 
as the product upon which the name “Johnson” meant that it had 
been produced by Nestor Johnson or the complainant, was well 
adapted to deceive the public and make it difficult for the public 
to distinguish the new corporation from the complainant, to the 
disadvantage of the complainant. 

The Nestor Johnson skates were prominently marked “North 
Star,” together with the name of the company. The marking ap- 
peared upon the decalcomania transfer stamps that were placed 
on the skates. A similar transfer was used by the defendant com- 
pany, and it marked its skates “North Avenue,” with the name of 
the company, without any number, apparently using the word 
“North” in a manner similar to its use by the complainant for the 
purpose of confusing the skates among buyers. The defendant 
Fitzgerald, the secretary and sales manager of the defendant com- 
pany, prior to the filing of the bill told J. W. Clark, the president 
of the complainant, to whom Nestor Johnson sold his stock in 1917, 
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that people familiar with the name “Johnson” would buy any skates 
with that name on them, and that the name “Johnson” was the 
whole thing. Similar statements were testified to by Eugene R. 
Phillips, a skate dealer in Minneapolis and St. Paul, from which 
it appears that Fitzgerald was using the reputation which the com- 
plainant’s products had, to sell the skates of the new company, 
and recognized the fact that the name “Johnson” applied to tubular 
skates assured their sale. 

In the defendant company’s first catalog three kinds of skates 
were advertised—the Biltmore, Professional, and Official Hockey— 
names not used by the complainant, and upon each page of the 
catalog these names were prominently preceded by the name “Al- 
fred Johnson,” which was used throughout the catalog prominently 
and frequently in describing the skates of the new company; the 
catalog ending with the statement, “Our name your guarantee.” 
One of the schemes of advertising which the complainant had 
adopted in 1916 was a skating cap, of which it bought four or five 
hundred, and a Jersey emblem, of which it bought some. Both 
caps and emblems were distributed. In addition to the design of 
a winged shoe supported on a tubular skate, there appeared on 
the cap and the emblem the words “North Star” and “Johnson,” 
the latter in slanting script, the letter “J” being peculiar. The 
Alfred Johnson Skate Company adopted for use on all its literature 
the words “Alfred Johnson” in slanting script, the word “John- 
son,” especially the “J, resembling in general appearance the 
“Johnson” that the complainant had used on its caps and Jersey 
emblems. The complainant had adopted a shoe supported by a 
skate as an emblem, which is used in much of its advertisements. 
The new company adopted the same sort of advertising. There 
was displayed upon the skates in its catalog and throughout its 
advertising a script “Alfred Johnson,’ some of the advertising stat- 
ing it ‘to be the signature of Alfred Johnson. This script was a 
characteristic feature of its advertising. The new company claimed 


to be the largest skate manufacturing company and laid stress upon 
that fact in its advertising, and also upon the length of time Alfred 
Johnson had been engaged in the business. From the beginning 
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the defendant company prospered. Many of the methods of car- 
rying on business by the complainant were copied by the defendant 
company. In corresponding, Fitzgerald, the secretary of the com- 
plainant, had been in the habit of signing the letters. The same 
plan was carried on by the defendant company, where Fitzgerald, 
as secretary, signed much of the correspondence. The names on 
the letterheads were arranged in practically the same way, “Alfred 
Johnson” being substituted for ‘““Nestor Johnson.” As sales man- 
ager for the complainant, Fitzgerald knew its customers, and im- 
mediately upon the incorporation of the defendant company he 
began selling its literature to prospective buyers, including the 
complainant’s customers. The complainant packed and delivered 
its skates in a plain, corrugated pasteboard box. No other skate 
company at that time used a similar box, but the defendant com- 
pany purchased the same kind of corrugated pasteboard boxes from 
the same box manufacturers, and the boxes looked very much alike. 
The result of the methods used by the defendant company was to 
create confusion in the minds of the public between the skates 
manufactured by the complainant and those manufactured by the 
new company. 

Ordinary purchasers of skates at retail sometimes received 
skates made by the defendant company when they expected the 
skates of the complainant. Both retail dealers and wholesales were 
confused, as the evidence shows, in a number of cases. The catalogs 
and newspaper advertisements of dealers in skates show such con- 
fusion. Upon the whole evidence it is apparent that the word 
“Johnson” was the mark by which the skates sold were identified 
by purchasers. The word “Alfred” was disregarded. The pur- 
chaser, seeing the word “Johnson,” accepted it as signifying that 
the skates bearing it were manufactured by the Nestor Johnson 
Company, and in consequence purchased the skates upon the reputa- 
tion of that company without regard to the name “Alfred.” The 
advertisements of dealers advertising Alfred Johnson skates as the 
original Johnson or original Nestor Johnson skates, not only show 
that the dealers themselves were deceived, but also that they thought 
the only Johnson skate was the Nestor Johnson skate, which was 
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well known. For instance, a dealer in Pittsburgh advertised in 
January, 1918, “The Famous Alfred Johnson North Star Tubular 
Skating Outfit.” A dealer at Saronac Lodge, New York, adver- 
tised in his 1918 catalog the Alfred Johnson Skate Company skates 
as “The Original Johnson Hockey and Racing Skates,’ “The 
Johnson Skates,’ and “The Celebrated Johnson Skates.” The 
Siegel Hardware Company on December 12, 1918, advertised in 
the Duluth Herald the Alfred Johnson Skate Company’s skates as 
“Genuine North Star” skates. The Warner Hardware Company 
advertised in the Minneapolis Tribune the skates of the Alfred 
Johnson Skate Company as “Nestor Johnson Tube Skates” 
and “Nestor Johnson’s North Star.” A number of other 
cases of this kind appear in the evidence, and it is apparent 
that the dealers so advertising regarded the Johnson skate as 
meaning the Nestor Johnson skate, in spite of the name “Alfred 
Johnson” appearing on the skate itself. There was a good deal of 
confusion in the correspondence of the two companies, showing 
that purchasers of skates from the Alfred Johnson Skate Company 
thought that they had bought the skates of the complainant. A 
dealer in Detroit ordered from the complainant 23 pairs of skates 
by the names advertised by the Alfred Johnson Skate Company. 
Scruggs, Vandervoort & Barney, of St. Louis, mailed to Alfred 
Johnson, at the address of the complainant, letters saying they 
were returning one pair of Nestor Johnson hockey skates because 
of a defective strap, and inclosing a bill charging Alfred Johnson 
with a pair of Nestor Johnson skates. This letter was delivered 
to the Alfred Johnson Skate Company. The box of skates was also 
addressed to the Alfred Johnson Skate Company at the complain- 
ant’s address and were delivered to the complainant. Evidence of 
other errors of a similar character appears in the record, indicating 
the confusion of dealers and other purchasers between the two 
companies. 

The conclusion arises from the evidence that when Fitzgerald, 
Johnson and Schmidt left the complainant’s employment for the 
purpose of engaging in the skate business for themselves and or- 
ganized the corporation for that purpose, they gave it the name 
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“Alfred Johnson” for the purpose of making use of the reputation 
of the name “Johnson” with the skating public to acquire business 
from the Nestor Johnson Company; that Fitzgerald took the names 
of the customers of that company with him for the same purpose; 
that their catalogs, letterheads, and advertising matter were made 
in imitation of those of the complainant for the same purpose, as 
was also the advertising of the celebrated Alfred Johnson skates, 
which had never before been manufactured or sold. 

The bill was filed two years and a half after the incorporation 
of the new company, and it is contended that this delay was laches 
which bars the maintenance of the bill. It cannot be regarded as 
an unreasonable delay that the complainant waited until the de- 
fendants had actually launched their enterprise and had committed 
the act showing deception in their method of business and the con- 
fusion resulting from it. No skates were made until October, 1917, 
and no cases of actual deception arose until after that time. While 
it is sufficient to make out a case of unfair competition to show 
that deception will be the natural and probable result of a defend- 
ant’s acts, either actual or probable deception and confusion must 
be shown. If there is no possibility of confusion there is no unfair 
competition, and where the deceptive tendency is not clear, equity 
will not enjoin until actual deception has resulted. Mere possi- 
bility of deception is not enough. Columbia Engineering Works 
v. Mallory, 75 Or. 542, 147 Pac. 542. The cases of confusion and 
deception shown in the record arose in 1918 or later. If suit had 
been brought within six months of the incorporation of the de- 
fendant company, no actual case of confusion could have been 
shown, and the complaint might have failed for lack of proof. The 
mere inclusion of the word “Johnson” in the name of the new com- 
pany could not have been made the basis for an injunction, for it 
could not be assumed that the defendants would not so distinguish 
the products of the new company from that of the old as to prevent 
confusion. Upon the organization of the new company it caused 
notice to be sent to skate dealers and magazines in such terms as 
to allay any fear of a wrongful purpose. In this announcement 
it was said: 
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“We wish to announce that Messrs. Alfred Johnson, Gustav E. Schmidt, 
and Julian T. Fitzgerald, for many years connected with the Nestor John- 
son Manufacturing Company, have severed their connections with the 
aforesaid company and have organized and incorporated the Alfred John- 
son Skate Company, which will manufacture a new and complete line of 
tubular ice skates,” etc. 

The new company had no skates for sale until the season of 
1917-18, and it was not until December, 1917, that its catalog was 
sent out to the trade, modeled as to form and contents on that of 
the complainant, and the confusion and unfair competition began to 
appear. The suit was brought within less than two years after the 
appellee’s skates were first put on the market. It would be unfair 
to require the complainant to bring a suit before evidence was avail- 
able to sustain it. The drastic remedy by injunction will not be 
applied upon suspicion of an intended wrong. The period which 
the complainant waited was not too long, considering that it is 
required to prove the case by evidence of acts of fraudulent inten- 
tion resulting in injury to itself. That it did not wait too long is 
shown by the zeal with which it is now argued that even yet there 
is not sufficient evidence to justify relief by injunction, and by 
the finding of the Appellate Court that the evidence is insufficient. 
The complainant was not guilty of laches in taking sufficient time 
to collect its proof before filing its bill, and the delay in this case 
does not seem unreasonable. 

The appellee argues that the name “Johnson” is a family name 
in ordinary use, which may not be exclusively appropriated in trade, 
aud is incapable of appropriation as a trade-mark, and that the use 
of a family name by a corporation stands upon the same footing as 
its use by an individual or firm. This proposition is sustained by 
Howe Scale Co. v. Wyckoff, 198 U. S. 118, 25 Sup. Ct. 609, 49 
L.. Ed. 972, and numerous other decisions both before and since. 
In the case cited it was said that— 


“In the absence of contract, fraud or estoppel, any man may use his 
own name, in all legitimate ways, and as the whole or a part of a corporate 
name. 

“But, whatever generality of expression there may have been in the 
earlier cases, it now is established that when the use of his own name 
upon his goods by a later competitor will and does lead the public to 
understand that those goods are the product of a concern already estab- 
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lished and well known under that name, and when the profit of the con- 
fusion is known too and, if that be material, is intended by the later man, 
the law will require him to take reasonable precautions to prevent the 
mistake. Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 
554, 559. There is no distinction between corporations and natural persons 
in the principle, which is to prevent a fraud.” Waterman Co. v. Modern 
Pen Co., 235 U. S. 88, 35 Sup. Ct. 91, 59 L. Ed. 142 [5 T. M. Rep. 1]. 

The appellant insists that the decree of the circuit court dis- 
missing the bill as to the individual defendants should be reversed. 
It assigned cross-errors on this part of the decree in the Appellate 
Court, but the Appellate Court had no jurisdiction of the individual 
defendants in the circuit court. There was no joint decree in the 
circuit court. The relief granted was against the corporation alone. 
Its appeal did not bring the individual defendants before the Ap- 
pellate Court. If the complainant was dissatisfied with the decree 
dismissing its bill against the individual defendants it might have 
appealed, but the appeal of the corporation brought up nothing but 
the decree against it and did not authorize the assignment of cross- 
errors against the decree in favor of the other defendants. Walker 
v. Montgomery, 236 Ill. 244, 86 N. E. 240; Glos v. Woodard, 202 
Ill. 480, 67 N. E. 3. 

The appellant assigned in the Appellate Court cross-error upon 
the failure of the superior court to enjoin the use of the word “John- 
son” either in the corporate name of the appellee or in connection 
with the sale, distribution, and advertising of its skates. The de- 
cree enjoined the use of the name “Alfred Johnson Skate Company” 
without the use of the words, “Not connected with the original 
* It is contended that 
this relief is not adequate, but in our judgment it is not necessary 
to enjoin entirely the use of the word “Johnson” or the appellee's 
corporate name. The object is to prevent the deception of pur- 
chasers, and the decree was sufficient for this purpose, without the 
use of the word “original,” which it directed should be used in the 
reference to the Nestor Johnson Manufacturing Company, required 
as a suffix to appellee’s corporate name. This word should be 
stricken out of the suffix which the decree required to be used in 
connection with the appellee’s corporate name. 


Nestor Johnson Manufacturing Company.’ 
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So far as the decree provides for an accounting, it is correct. 

The judgment of the Appellate Court for the First District 
and the decree of the superior court of Cook County will be re- 
versed, and the cause will be remanded to the superior court, with 
directions to enter a decree in accordance with the views herein 
expressed. 


Reversed and remanded, with directions. 


Caron Corporation v. Conpe, Lrp. 
New York Supreme Court 
February 1, 1926 


Unrair Competirion—Trape-Names—“NarcisseE Nor” anp ” NARCIssus” FOR 
PerruMerY—Ricut or Purase Herp nor to Give Exctrusive Ricur 
to ComPoNENT Parts. 

A phrase, or a combination of words or phrases, may be entitled 
to absolute protection, while the use of its component parts separately 
may be open to everyone. Assuming, then, that plaintiff is entitled 
to sole use of the words “Narcisse Noir,” it does not follow that he 
can prevent the use of the word “Narcissus” alone. 

Same—Same—Use or Descriptive Terms. 

The word “Narcissus” being descriptive of the odor of the nar- 
cissus flower, plaintiff could not, on the ground of its prior use of the 
phrase “Le Narcisse Noir,” restrain the use of the former word by 
defendant to describe its perfume. 

Same—Corporate Names—“Conne” Herp Reapity DistinGuisHABLE FROM 
“Caron”—Use or Name “Paris” on Lasers nor Unrar. 

Where defendant had eliminated from its labels certain features 
complained of by plaintiff, its continued use of the word “Conde” in 
its corporate name, or of the word “Paris” on its labels, could not be 
restrained as unfair competition; and bill was dismissed. 


Evarts, Choate, Sherman & Léon, of New York City, for plain- 
tiff. 
J. Leo Rothchild, of New York City, for defendant. 


Bisur, J.: This is an action in equity brought by plaintiff to 
enjoin the defendant from alleged acts of infringement and unfair 
competition, and for an accounting. Plaintiff sells a perfume called 
“Le Narcisse Noir,’ meaning black narcissus. The words in French 
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are also registered as a trade-mark. Defendant sells a perfume 
known as “Narcissus.” Plaintiff's chief contention can best be 
stated in the language of his learned counsel as follows: “The 
word ‘Narcisse’ is suggestive rather than descriptive as applied to 
perfumery as distinguished from essential oils. Plaintiff's predeces- 
sors having originated the use of the word ‘Narcisse’ in an arbitrary 
and fanciful sense, which identifies a French perfume of the bouquet 
odor type, are entitled to restrain the use by defendant of a similar 
word in a similar sense. Assuming for the purpose of the argu- 
ment that the word ‘Narcisse’ or ‘Narcissus’ as applied to per- 
fumery is descriptive, it has acquired a secondary meaning identify- 
ing plaintiff's perfume and it is in that secondary meaning that 
defendant is using it.” He cites the decision of the Circuit Court 
of Appeals in Le Blume Import Company v. Coty (293 Fed. Rep. 
344 [138 T. M. Rep. 288]) as presenting a number of close analo- 
gies. Before comparing the two cases it is well to observe that 
the contentions expressed in plaintiff’s “points” are not strictly 
applicable to the facts of the case. In the first place, he claims 
that the word “narcissus” is “suggestive”; that it has been used 
by plaintiff in an “‘arbitrary and fanciful” sense, and that, therefore, 
plaintiff is entitled to restrain the use of a similar word in a similar 
sense. The plaintiff does not use the word “narcissus,” but the 
words “narcisse noir,” namely “black narcissus.”” In mathematics 
it may be true that the whole is equal to the sum of all its parts, and, 
conversely, that each part is equal to its proportion of the whole. 
No such principle, however, can be applied to the use of a com- 
bination of words or phrases in the field of the law of unfair com- 
petition. A phrase or a combination of words may be entitled to 
absolute protection; while the use of its component parts separately 
may be open to everyone. Assuming that plaintiff is entitled to the 
sole use of the phrase “black narcissus” or any colorable imitation 
thereof, it by no means follows that he has any right to prevent the 
use of the word “narcissus” alone. I have no desire, however, to 
base my decision merely upon that ground, but a recognition of the 
distinction has some bearing upon the next point. Plaintiff’s claim, 
in substance, is that his cologne does not, and is not intended to, 
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resemble the perfume of the narcissus flower, and that, conse- 
quently, the title adopted by him is “suggestive,” “arbitrary” or 
“fanciful,” and that, therefore, he is entitled to restrain its use by 
any other person for the same or similar purpose or in any connota- 
tion like that awarded to it by him. The common word narcissus 
describes a well-known flower having a well-known odor. I do 
not see how it can possibly be employed in a fanciful sense as 
applied to a perfume. Any attempt to do so would result in its 
being employed in a false or deceptive sense. Plaintiff apparently 
realized that fact because he called his perfume black narcissus, a 
term which to any person of intelligence is manifestly wholly fanci- 
ful. If, however, we could conceive of the word narcissus as having 
been applied to perfume in a “suggestive” or fanciful sense, there 
is no basis in reason or authority for the proposition that plaintiff 
would be entitled to prevent anyone from using it in its normal 
descriptive signification, as I find it to be used by defendant. I 
shall not undertake—because it seems to me to be wholly imma- 
terial—to determine the merits of defendant’s product or the exact 
extent to which its odor duplicates that of the narcissus flower. 
That it does resemble it in some degree is manifest from the record. 
Plaintiff concedes, or claims, as the case may be, that his perfume 
has no relation to that odor. I now come to the LeBlume case. 
Plaintiff there undertook to protect his use of the word “L’Origan.” 
I pass by the preliminary discussion of the precise form of the word 
as used and registered to reach the consideration by the court of 
the word “origan.” It is pointed out that that word is of great 
antiquity; that it is defined as “wild marjoram, also pennyroyal,” 
and that “it is in no sense a word of common speech in English.” 
Upon these premises it is not surprising that the court concluded 
that it was used in an arbitrary or fanciful sense by plaintiff and 
necessarily so by the defendant, and that consequently an injunc- 
tion should issue. In the course of its discussion the court divided 
perfumes into two classes: Those which duplicate the odor of a 
flower and those which are distinctive and original blends in which 
there is no attempt to duplicate the odor of any flower or natural 
product. I mention this only because it indicates recognition of the 
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fact that a perfume is to be judged primarily by the odor which 
it duplicates and not by the character of its ingredients. I have 
therefore disregarded the question of the composition of the per- 
fume of either plaintiff or defendant in the instant case. I believe 
also that the mere statement of what was involved and what was 
held in the LeBlume case sufficiently and strikingly distinguishes 
it from the case before me. To sum up my views, I may say that 
I do not regard the use by plaintiff of the term black narcissus as 
giving him any exclusive right to the use of the word narcissus 
alone. Next, whether his claim to be to the right to the use of the 
phrase black narcissus or of the word narcissus alone as an arbi- 
trary or fanciful term, I know of no authority by which he is en- 
titled to prevent the use of the word narcissus by defendant as 
descriptive of a perfume resembling the odor of the narcissus 
flower. 

As a secondary claim, plaintiff contends that the name 
adopted by the defendant, namely, “Conde,” resembles plaintiff's 
assumed name “Caron,” and that such resemblance is emphasized 
by the use of the word Paris in connection with New York on the 
labels bearing defendant’s name, particularly since defendant has 
no place of actual manufacture or business in Paris. I find no 
merit in these contentions. A name might, if employed in connec- 
tion with other evidences of infringement, have some weight in 
determining whether an actual! infringement existed. Standing by 
itself, the name Conde is wholly different from Caron. As an inde- 
pendent proposition also it is none of plaintiff's concern whether de- 
fendant has a place of business in Paris or not. Finally, plaintiff 
urges that at the time of the institution of this litigation defendant 
used a form of package and bottle which improperly resembled 
plaintiff’s similar articles. It is quite possible that plaintiff would 
be entitled to restrain this imitative packing, whether intentionally 
adopted or only casually, or accidentally, as defendant claims. That 
issue need not be decided because defendant has abandoned their 
use, and I have no doubt that the abandonment is permanent and 


made in good faith. Under these circumstances, no useful purpose 


would be subserved by granting an injunction in respect of a minor 
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item which has as matter of fact been eliminated, whereas the 
substantial contention relates to the use of the word narcissus. 
Complaint dismissed, without costs. 


KassmMaAn & Kessner, Inc. v. RosenserG Bros. Co. 
Court of Appeals of the District of Columbia 


January 4, 1926 


[Trape-Marxs—Opposition—“FasHion Parx”—MeEn’s Hats anp Caps oF 

Same Descriptive Properties As MEN’s Suirs aND OVERCOATS. 

The use of the words “Fashion Park” on men’s hats and caps 
held to conflict with the use of the same mark on men’s suits and 
overcoats, as these goods possess the same descriptive properties, and 
the Commissioner’s decision refusing registration was affirmed. 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. 


Andrew Foulds, Jr., of New York City, for appellant. 
C. G. Campbell, of New York City, for appellee. 


Before Martin, Chief Justice, Ross, Associate Justice, and 
Smiru, Judge of the United States Court of Customs Appeals. 

Martin, C. J.: This is an appeal from a decision of the 
Commissioner of Patents sustaining an opposition to the registra- 
tion of a trade-mark. 

On January 16, 1923, the appellant applied to the Patent 
Office for the registration of the trade-mark “Fashion Park’ for 
men’s hats and caps, which mark appellant alleged it had there- 
tofore adopted and used. Whereupon the appellee filed an opposi- 
tion to the registration, based upon three prior registrations of 
“Fashion Park” as its trade-mark for men’s suits and overcoats. 

It appears that the opposer adopted the trade-mark “Fashion 
Park” not later than the year 1915, for men’s suits and overcoats; 
that almost invariably the opposer’s goods are sold to stores which 
handle hats and caps also; and that the opposer has carried on 
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an extensive advertising campaign throughout the entire United 
States wherein it has featured the trade-mark “Fashion Park,” 
which accordingly has become of great value to it. 

It appears that the applicant first adopted the trade-mark 
“Fashion Park” for hats and caps sometime in the year 1922, 
and is selling its goods under that trade-mark in several of the 
eastern states. 

The controlling question in the case is whether the goods of 
the respective parties possess the same descriptive properties. If 
so, it is conceded that the opposition should be sustained under 
Section 5, Trade-Mark Act of February 20, 1905. The Examiner 
of Interferences held that the goods did not possess the same 
descriptive properties, and accordingly overruled the opposition; 
but this decision was reversed upon appeal by the Commissioner 
of Patents, from whose decision in turn this appeal has been taken. 

We are of the opinion that the articles in question possess 
the same descriptive properties. Moreover, it is within common 


knowledge that such goods are almost always dealt in by the 
same retail stores, and that if the same trade-mark should be placed 
upon men’s suits and overcoats, and likewise upon hats and caps. 
all sold over the same counters, it would naturally lead the pur- 
chasing public to believe that the goods all came from the same 
source. 


Furthermore, it is a well-established rule that where doubt 
arises upon such a question, the courts incline to resolve the doubt 
against the newcomer. The reason for this rule is that the field 
from which a person may select a trade-mark is practically un- 
limited and hence there is no excuse for impinging upon or even 
closely approaching the mark of a business rival. O. & W. Thum 
Co. v. Dickinson, 46 App. D. C. 806 [7 T. M. Rep. 283]; 
Lambert Pharmacal Co. v. Mentho-Listine Chemical Co., 47 App. 
D. C. 197 [8 T. M. Rep. 33]; Waltke §& Company v. Schafer & 
Company, 49 App. D. C. 254 [10 T. M. Rep. 246]. 

There is little need for extended discussion in the instant case 
since the identical question here presented has been passed upon 
in an exhaustive opinion by the Circuit Court of Appeals, Third 
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Circuit, in the case of Rosenberg Bros. § Co. v. Elliott, 7 (2d) 
Fed. 962 [15 T. M. Rep. 479], wherein it was held that the trade- 
mark of the plaintiff (the appellee in this case), to wit, “Fashion 
Park” for men’s suits and overcoats, was infringed by the defend- 


ant, using the same mark for hats and caps. The Court spoke 
in part as follows: 


“It is common knowledge that men’s clothing and men’s hats and 
caps are worn together. According to the evidence in this case, they are 
ordinarily sold together. They flow through the same channels of trade. 
Dealers in this country who sell men’s suits and overcoats almost universal- 
ly sell men’s hats and caps. And they are advertised together. Moreover, 
caps are not infrequently made by tailoring establishments to match 
suits and they are frequently made by hatters out of remnants from 
tailoring establishments. We think these articles of wearing apparel, 
falling within the same classification officially made by the Patent Office 
for the registration of trade-marks, though different in species, are so 
related as to constitute ‘merchandise of the same descriptive properties.’ 
(Collins Co. v. Oliver Ames Co., 18 Fed. 561; Florence v. Dowd, 178 Fed. 
73 [1 T. M. Rep. 289]; Van Zile v. Norub Mfg. Co., 225 Fed. 929 [9 T. M. 
Rep. 221]; National Picture Theatres v. Foundation Film Corporation, 
266 Fed. 208 [10 T. M. Rep. 385]; Alwminum Cooking Co. v. Sargoy, 276 
Fed. 447 [12 T. M. Rep. 53]), and that the complainant’s trade-mark, 
long used to identify the origin and guaranty the quality of its wares, 
should not be used by the respondent in leading the public to believe 
that his hats and caps are made by the clothing manufacturer with 
whose trade-mark it is familiar. We find infringement.” 


The decision of the Commissioner of Patents is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register as a trade-mark for hosiery a device— 


“consisting of a colored stripe of a narrow width woven in a stocking, at 
a point adjacent where the upper welt of the stocking joins the body of 
the same and parallel thereto. The color of the stripe being distinctively 
different from that of the stocking.” 


The ground of the decision is that this alleged mark is in no 
way limited to any particular color and therefore falls within the 
condemnation of such cases as A. Leschen § Sons Rope Company 
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v. Broderick & Bascom Rope Company, 201 U. S. 166 [1 T. M. 
Rep. 87], and In re Johns-Manville, Inc., 3831 O. G. 488, 55 App. 
D. C. 142. 

In his decision the First Assistant Commissioner said: 


“It is believed the mark is not registrable when unrestricted as to 
any particular color. After a careful perusal of the case relied upon 
by the Examiner and of appellant’s brief, it is believed the conclusions 
of the former are sound and are entirely in harmony with the holding of 
the court.” ? 


Composite Mark 


Kinnan, F. A. C.: Held that the use by the opposer of a 
mark which included among other features the representation of 
a piston ring having a groove near one edge and what is known 
in the trade as a step joint was not sufficient to bar the registration 
by applicant of a composite mark including the representation of 
a somewhat similar piston ring, there being no similarity between 
the two marks except for this feature, as a trade-mark for piston 
rings. 


The ground of the decision is that the piston ring is merely 
a descriptive illustration which anyone had a right to use and that 
the marks were otherwise not deceptively similar. It was pointed 
out that the ring disclosed in the mark did not fall within the terms 
of the claims of a reissue patent under which the opposer had an 
exclusive license.’ 


Conflicting Marks 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register the mark ‘““Mel-O” placed upon a background in the form 
of a splotch of color contrasting with the letters, as a trade-mark 
for custard powder, in view of the prior use and registration by 
opposer of the term “Jell-O,” for gelatine desserts and ice cream 
powder, on the grounds that the goods are of the same descriptive 
properties and that the marks are deceptively similar. 

a ae parte, Gotham Silk Hosiery Co., Inc., 151 M. D. 112, January 


* No-Leak-O Piston Ring Company v. Pennsylvania Piston Ring Com- 
pany, 151 M. D. 101, January 8, 1926. 
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In his decision the First Assistant Commissioner said: 


“The applicant had the entire field from which to select its mark and, 
if its goods belong to the same class as those of opposer, there would seem 
to be no reason, other than an ulterior one, for choosing a mark so similar 
to that of opposer in spelling and sound. It is believed the similarities 
of the marks outweigh their differences. When it is considered the 
packages are small, often sold to children, servants, and frequently or- 
dered over the telephone, it would appear that, if the goods belong to the 
same class, confusion in trade would be probable. While the applicant 
has invited attention to numerous registrations of trade-marks which 
include the word ‘Jel or ‘Jell,’ yet the suffixes of such marks are wholly 
different from the suffix present in both marks of the case at bar. 

* * + * + * 

“Under these conditions, it would seem that the ice cream powder 
sold by opposer is designed for several uses, some of which are substan- 
tially identical with those for which the applicant’s product is designed. 
Both products relate to and are used to produce, therefore, desserts to 
be prepared in the home as a food and both are flavored by the same 
ingredients or flavors to increase their palatability.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the word “Crown,” as a trade-mark for preserved cherries, 
in view of the prior registration of the words “Red Crown” as a 
trade-mark for fruit preserves and canned cherries. 

The grounds of the decision are that the marks are substan- 
tially the same and the goods of the same descriptive properties. 

In his decision the First Assistant Commissioner said: 


“Appellant has cited a considerable number of registrations in sup- 
port of his view that the word ‘Crown’ has been so widely used in connec- 
tion with various classes of goods that no one is entitled to any broad 


protection but only to the specific mark on the specific goods on which it 
is used. 


* * + * * 7 


“It must be considered, however, appellant is seeking the registration 
of the word ‘Crown’ alone and has not joined it to other distinguishing 
words and the only protection which could be granted would be the right 


to exclude others from using this same word. 
* * 


* . * 


“Cherries, as well as other fruits, are preserved in various ways and 
among such ways are those employed by the registrant and by the appli- 
cant. The public would recognize the fruit as the same, as a relishable 


preserved fruit product, and would be quite likely to regard both products 
as having the same origin.” * 


* The Jell-O Company, Inc. v. National Food Products, 151 M. D. 133, 
February 4, 1926. 


*Ex parte, Crown Fruit & Extract Co., Inc., 151 M. D. 129, February 
2, 1926. 
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Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for a magazine the notation “Modern Mar- 
riage” in view of the prior use and registration by opposer of the 
names “Marriage” and “Marriage Stories” as trade-marks for mag- 
azines, on the ground that the marks of the respective parties are 
so similar that their contemporaneous use would be likely to cause 
confusion. 


In his decision the First Assistant Commissioner said: 


“It would appear, as noted in opposer’s brief, that the applicant is 
not in position to urge the descriptiveness and nonregistrability of the 
opposer’s mark in view of the fact the applicant seeks registration of a 
mark which would necessarily be equally descriptive. But aside from any 
doctrine of possible estoppel, it is believed the titles of the magazine 
registered by opposer constitute proper trade-marks (citing decisions). 

* * * * * . 


“It is thought applicant’s mark conveys to the mind substantially the 
same impression as does opposer’s mark, ‘Marriage.’ The average pur- 
chaser and reader of such a magazine would interpret the name of op- 
poser’s magazine to mean that the stories related to modern marriage. 
There would be nothing to suggest to the casual purchaser that the maga- 
zine contained stories relating to ancient marriage or the marriage of 
persons other than modern persons in this country where the magazine 
is published. 


* * * * * - 


“I have no hesitation in holding that there would be considerable 
confusion if the two magazines were rivals for favor upon the same news 
stand. It is thought any doubts must be, in accordance with the usual 
custom, resolved against the newcomer.” * 


KinnaNn, F. A. C.: Held that the Manbeck Baking Company 
is not entitled to a registration of the words “Manbeck’s Lily 
White,” as a trade-mark for bread, in view of the prior use by R. H. 
Macy & Co,. Inc., of the words “Lily White” as a trade-mark for 
a large number of cereals, including flour. 

The ground of this decision is that the two marks are sub- 
stantially the same and that the use by the applicant of its mark 
upon bread is likely to cause confusion in the mind of the public as 
to the origin of the goods. 

In his decision, after referring to a number of cases and point- 
ing out that the courts had stressed the fact that the marks involved 


*Dell Publishing Co. v. New Metropolitan Fiction, Inc., 151 M. D. 
150, February 27, 1926. 
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therein were fanciful, the First Assistant Commissioner said: 


“It would seem the marks here under review are nearly identical and 
since bread produced from flour clearly suggests a common origin, when 
sold under the same trade-mark, registrant’s mark should be cancelled. 
It is hardly conceivable, and there is some slight evidence of confusion 
submitted by petitioner, that these two marks could appear side by side 
on these products and not create confusion in the minds of the purchasers. 
No one would mistake flour for bread, but being familiar with a brand 
of flour that was deemed excellent and seeing the same mark upon bread, 
the average purchaser of articles of this character would hardly stop to 
consider enough to determine the two articles did not have the same 
origin.” * 


Kinnan, F. A. C.: Held that the applicant is not entitled 
to register as a trade-mark for gasoline and lubricating oils, a com- 
posite mark including the representation of a five-pointed star en- 
closed in a disk, supported by a somewhat rectangular base and 
surmounted by an arrow, having directive or suggestive words 
thereon, in view of the prior use by opposer of the representation 
of an arrow and an arrow head as a trade-mark for the same class 
of goods. 

The grounds of the decision are that the arrow has no function 
in use upon the opposer’s goods, but is merely fanciful, and that the 
inclusion of the arrow in the applicant’s mark is likely to cause 
confusion. 


In his decision, after pointing out that the arrow in the op- 
poser’s mark is merely fanciful, that it is well settled that doubts 
must be resolved against the later comer, and that no one has a right 
to incorporate in a composite mark the mark of another, the First 
Assistant Commissioner said: 


“Whether the arrow is so insignificant or such a subsidiary portion 
as to be overlooked by the customers is a matter of some doubt. It is 
probable many customers familiar with opposer’s arrow goods, and even 
acting carelessly, would not confuse the marks, but if one little familiar 
with either class of goods was told to purchase a quantity of arrow goods 
of this character and seeing applicant’s mark with the prominent arrow 
upon it, there is some probability he would purchase such goods thinking 
he was obtaining the goods of the opposer. Under all the circumstances, 
and while recognizing the wide dissimilarity of the marks when looked 
upon as a whole, it is believed the applicant should not have incorporated 


*R. H. Macy & Co., Inc. v. Manbeck Baking Company, 151 M. D. 119, 
January 28, 1926. 
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this mark of the opposer and should not be permitted registration of the 
mark with the arrow as shown.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for doughnuts a mark consisting of the 
representation of a ring surrounding the head of a girl holding 
in her hand a doughnut, from which she is taking a bite, with the 
notation “U-Eat-A-Cream Doughnut Co.,” in view of the prior 


use by the National Biscuit Company, of New York, N. Y., of the 
term “Uneeda” upon the same class of goods. 

The grounds of the decision are that the goods are of the same 
descriptive properties and that the marks are so similar that their 
simultaneous use would be likely to cause confusion in trade. 

With respect to the similarity of the goods, the First Assistant 
Commissioner said: 


“The products of both companies are a prepared and sold food 
product, made up of small articles, sold in quite similar packages and 
by similar dealers and are purchased by the same class of customers. 
Such customers are frequently children, servants, and others who give 
little thought or attention to the goods being purchased * * *. It is not 
to be presumed that purchasers would overlook or be deceived as to the 
differences between a doughnut and a biscuit or cracker but it is thought, 
having become familiar with the Uneeda mark of the opposer, they would 
readily be deceived into thinking that the applicant’s doughnuts were pro- 
duced by the opposer.” 


With respect to the similarity of the marks, the First Assistant 
Commissioner said: 


“It is noted the Court of Appeals, in the case of National Biscuit 
Company v. J. B. Carr Biscuit Co., 330 O. G. 669 [14 T. M. Rep. 516], 
cited by opposer in its brief, held the notation ‘Eta’ was so similar to the 
mark ‘Uneeda’ as to cause confusion in the minds of the public when such 
marks were applied to similar goods. It is thought the notation ‘U-Eat-A’ 
is much nearer to, in appearance and sound, the trade-mark of opposer 
than the mark ‘Eta’ involved in the adjudicated case. 

“The fact is not overlooked that the applicant has included in its 
trade-mark other features beside the notation ‘U-Eat-A,’ but the law is 
well settled that an applicant cannot be permitted to incorporate sub- 
stantially the trade-mark of a rival or another in the same general class 
of business and, by adding other features to the mark, obtain registra- 
tion.” * 


*Standard Oil Company of N. Y. v. Derby Oil Co., 151 M. D. 106, 
January 11, 1926. 

* National Biscuit Co. v. Ueata Cream Doughnut Co., 151 M. D. 104, 
January 11, 1926. 








